REMARKS 

Claims 1, 5-9, 11-14, 22-25 and 29-31 are pending in the application. 
Claims 5 and 6 are objected to. 

Claims 1, 1 1 and 25 are rejected under 35 U.S.C. § 112. 

Claims 1, 5, 8, 9 and 23, in-so-far-as clear, are rejected under 35 U.S.C. § 102(b). 

Claims 1, 5-9, 11-14 and 22-28 are rejected under 35 U.S.C. § 103(a). 

Claims 1, 5, 6, 11 and 25 were amended in Applicants' prior response filed March 12, 
2007. Entry of these amendments is respectfully requested in light of the Request for Continued 
Examiner submitted concurrently herewith. 

Claims 26-28 are cancelled. 

Claims 29-3 1 are added. 

No new matter is added. 

Applicants request reconsideration and allowance of the claims in light of the above 
amendments and the remarks made herein. 

Summary of Applicant-Initiated Examiner Interview 

Per 37 CFR § 1 .133(b), the following is a brief summary of the Examiner interview 
conducted on March 9, 2007 via telephone between Applicants' representative, Kurt M. Eaton, 
and Examiners Dilinh P. Nguyen and Wai Sing Louie. 

No exhibits were shown or demonstrations conducted. Claims 1,11 and 25 were 
discussed. Oishi and Ishikawa were discussed. 

During the interview, Applicants' representative and the Examiners discussed the 
meaning of the terms in claims 1,11 and 25 but no agreement was reached as to whether the 
claims are sufficiently definite to comply with the requirements of 35 U.S.C. § 1 12, second 
paragraph. Examiner Nguyen did indicate, however, that the language presented in the claim 
amendments above was sufficiently definite for purposes of § 1 12, second paragraph. 

Claim Objections 

Claim 5 is objected to because the phrase "the second circumferential portion" lacks 
sufficient antecedent basis. Applicants hereby amend claim 5 to eliminate the phrase "the 
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second circumferential portion" and, consequently, request withdrawal of the present objection 
to claim 5. 

Claim 6 is objected to because the phrase "the thickness" should be replaced with "a 
thickness." Applicants hereby amend claim 6 consistent with the Examiner's suggestion and, 
consequently, request withdrawal of the present objection to claim 6. 

Claim Rejections - 35 U.S.C. § 112 

Claims 1, 1 1 and 25 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
allegedly indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Specifically, the Office Action asserts that it "is not clear how a radius of a boundary 
between the planar bottom surface and the outwardly convex edge surface is not constant." 
Applicants respectfully disagree. Nevertheless, Applicants hereby amend claims 1,11 and 25 to 
remove the rejected language with terms that are more clearly describe subject matter regarded 
as the invention. 

Claim 1 recites wherein a boundary exists between the "bottom planar surface and the 
outwardly convex edge surface" and that "a distance from a center of the bottom planar surface 
to a first portion of the boundary is less than a distance from the center of the bottom planar 
surface to a second portion of the boundary." These elements are exemplarily shown and 
described with respect to FIG. 5A of the specification as originally filed. For example, at page 4, 
lines 20-21 and 22-23, the specification states that "the convex side surface 120 is divided into 
an upper side surface 122 and a lower side surface 124" and that "there is a boundary between 
the lower surface 124 and the bottom surface 135." Thus, Applicants respectfully submit that the 
solid line between the lower surface 124 of the convex side surface 120 and the bottom surface 
135, as shown in FIG. 5 A, represents the boundary between the bottom planar surface and the 
outwardly convex edge surface recited in claim 1 and similarly recited in claim 25. Similarly, 
the solid line between the lower surface 124 and the bottom surface 135, as shown in FIG. 5 A, 
represents the boundary between the planar bottom surface and the lower side surface recited in 
claim 1 1. 

In view of the above, Applicants respectfully submit that claims 1,11 and 25 fully 
comply with the requirements of 35 U.S.C. § 1 12, second paragraph. 
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Claim Rejections - 35 U.S.C. § 102 

Claims 1 , 5, 8, 9 and 23 are rejected under 35 U.S.C. § 102(b) as being allegedly 
anticipated by Oishi. Applicants respectfully traverse this rejection. 

As presented previously, claim 1 recited "wherein a radius of a boundary between the 
planar bottom surface and the outwardly convex edge surface is not constant." As currently 
amended, claim 1 recites "wherein a distance from a center of the bottom planar surface to a first 
portion of the boundary [between the bottom planar surface and the outwardly convex edge 
surface] is less than a distance from the center of the bottom planar surface to a second portion of 
the boundary." Oishi fails to teach the aforementioned elements currently recited in claim 1. 
Accordingly, Oishi does not to anticipate claim 1 in its current form. See M.P.E.P. § 2131. 

Claims 5, 8, 9 and 23 depend from claim 1 and, therefore, include each and every element 
recited in claim 1 . Accordingly, Applicants respectfully submit that Oishi fails to anticipate 
claims 5, 8, 9 and 23 for at least the reasons presented above with respect to claim 1. 

Claim Rejections - 35 U.S.C. §103 

Claims 6, 7, 1 1-14, 22 and 24 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Oishi in view of German Patent Publication No. DE 10131246 to Hermann, et al. 
(hereinafter "Hermann"). Applicants respectfully traverse this rejection. 

Claims 6, 7 and 22 depend from claim 1 and, therefore, include each and every element 
recited in claim 1 . As shown above, Oishi fails to anticipate claim 1 in its current form. 
Moreover, Hermann appears to show in FIGS. 2, 3 and 4b that a wafer W gains its rounded edge 
by a type of grinding wheel PSS as the wafer W rotates on the stage SC. Accordingly, 
Applicants respectfully submit that the arrangement and operation taught by Hermann will 
necessarily generate a boundary between a bottom surface of the wafer W and the rounded edge 
thereof that is substantially circular. Accordingly, the distance from the center of the bottom 
surface of the wafer W to all portions of the boundary will be identical. Therefore, Applicants 
respectfully submit that Hermann does not add any teaching which, when combined with Oishi, 
renders claim 1 obvious. Accordingly, Applicants respectfully submit that the combination of 
Oishi in view of Hermann fails to render claims 6, 7 and 22 obvious for at least the reasons 
presented above with respect to claim 1 . 
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Amended claim 1 1 recites elements similar to those previously discussed above with 
respect to claim 1 . Accordingly, arguments presented above with respect to claim 1 are also 
applicable to the rejection of claim 1 1 . 

For at least these reasons, Applicants respectfully submit that the proposed combination 
of Oishi in view of Hermann fails teach every element as recited in claims 1 and 11. See 
M.P.E.P. 2143.03. 

Claims 12-14 and 24 depend from claim 1 1 and, therefore, include all elements recited in 
claim 11. Accordingly, Applicants respectfully submit that the combination of Oishi in view of 
Hermann fails to render claims 12-14 and 24 obvious for at least the reasons presented above 
with respect to claim 1 1 . 

Claims 1, 5, 8-9, 23 and 25-28 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Oishi in view of Ishikawa. Applicants respectfully traverse this rejection. 

Rejecting claims 1 and 25, the Office Action asserts that it would have been obvious to 
"have a radius . . . wherein the radius ... is not constant as taught by [Ishikawa] into the device 
structure of [Oishi] ... to provide a substantially flat lower side surface of the outwardly convex 
edge surface for reading of the mark." Interpreting this assertion in light of the present 
amendments to claims 1 and 25, the Office Action would assert that it would have been obvious 
to have distances from a center of the bottom planar surface of the wafer 1 of Oishi to different 
portions of a boundary between the bottom planar surface to the chamfered part 2 of Oishi, as 
taught by Ishikawa, to provide a substantially flat lower side surface of the outwardly convex 
edge surface for reading of the mark." Applicants respectfully disagree. 

Ishikawa describes in the CONSTITUTION section thereof that it is more preferable to 
read a mark formed on the orientation flat face 9 of the wafer 7, rather than a mark formed on an 
arcuate face 10 of the wafer 7. However, the chamfered wafer configuration shown in the 
representative FIG. of Oishi is specifically intended to avoid the use of orientation flats. See, 
e.g., paragraph [0003] of Oishi and column 1, lines 15-25 of U.S. Patent No. 6,004,405, which 
claims the benefit of foreign priority to the Japanese Patent document to Oishi cited in the Office 
Action. Accordingly, Applicants respectfully submit that it would not be obvious to modify 
Oishi using Ishikawa as suggested in the Office Action "to provide a substantially flat lower side 
surface of the outwardly convex edge surface for reading of the mark" because Oishi teaches 
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directly against such a modification and because the proposed modification would render the 
chamfered wafer of Oishi unsatisfactory for its intended purpose. See M.P.E.P. § 2141.02(VI) 
and2143.01(V). 

For at least the reasons provided above, Applicants respectfully submit that the 
combination of Oishi in view of Ishikawa fails to render claims 1 and 25 obvious. 

Claims 5, 8-9, 23 and 26-28 variously depend from claims 1 and 25 and, therefore, 
include each and every element variously recited in claims 1 and 25. Accordingly, Applicants 
respectfully submit that the combination of Oishi in view of Ishikawa fails to render claims 5, 8- 
9, 23 and 26-28 obvious for at least the reasons presented above with respect to claims 1 and 25. 

Further, because claim 23 depends from claim 1, claim 23 requires that (a) the radius of 
the boundary between the planar bottom surface and the outwardly convex edge surface is not 
constant; and (b) the radius of the boundary between the top surface and the outwardly convex 
edge surface is constant. Assuming that Oishi discloses wherein the radius of the boundary 
between the top surface of wafer 1 and the chamfered surface 2 is constant, the radius of the 
boundary between the top surface of wafer 1 and the chamfered surface 2 of Oishi, when 
modified by Ishikawa, would not be constant. Therefore, even if Oishi and Ishikawa, taken 
individually, teach all aspects of claim 23, the combination of Oishi in view of Ishikawa does 
not. Moreover, the Office Action fails to identify any specific understanding or knowledge that 
would have motivated one of ordinary skill to modify Oishi using Ishikawa to arrive at the 
structure recited in claim 23. For at least these additional reasons, the combination of Oishi in 
view of Ishikawa fails to render claim 23 obvious. See M.P.E.P. § 2143.01(1) and 2143.03. 

Claims 6, 7, 1 1-14, 22 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Oishi in view of Ishikawa and Hermann. Applicants respectfully traverse this rejection. 

Claims 6, 7 and 22 depend from claim 1 and, therefore, include each and every element 
recited in claim 1 . As shown above, the combination of Oishi in view of Ishikawa fails to render 
claim 1 obvious. Moreover, Hermann provides no teaching which, when combined with Oishi in 
view of Ishikawa, renders claim 1 obvious. Accordingly, Applicants respectfully submit that the 
combination of Oishi in view of Ishikawa and Hermann fails to render claims 6, 7 and 22 
obvious for at least the reasons presented above with respect to claim 1 . 
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Claim 1 1 recites elements similar to those previously discussed above with respect to 
claim 1. Accordingly, arguments presented above with respect to claim 1 are also applicable to 
the rejection of claim 11. 

For at least these reasons, Applicants respectfully submit that the proposed combination 
of Oishi in view of Hermann fails teach every element as recited in claims 1 and 11. See 
M.P.E.P. 2143.03. 

Claims 12-14 and 24 depend from claim 1 1 and, therefore, include all elements recited in 
claim 1 1 . Accordingly, Applicants respectfully submit that the combination of Oishi in view of 
Ishikawa and Hermann fails to render claims 12-14 and 24 obvious for at least the reasons 
presented above with respect to claim 1 1 . 

Further, claim 24 recites elements similar to those previously discussed above with 
respect to claim 23. Accordingly, arguments presented above with respect to claim 24 are also 
applicable to ihe rejection of claim 24. 

New Claims 

Support for new claims 29-31 can be found at, for example, FIG. 5 A of the specification 
as originally filed. 
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CONCLUSION 

For the foregoing reasons, Applicants request reconsideration and allowance of claims 1, 
5-9, 11-14, 22-25 and 29-3 1 of the application as amended. The Examiner is encouraged to 
telephone the undersigned at (503) 222-3613 if it appears that an interview would be helpful in 

advancing the case. 



Respectfully submitted, 

MARGER JOHNSON & McCOLLOM, P.C. 




Hosoon Lee 
Reg. No. 56,737 

MARGER JOHNSON & McCOLLOM, P.C. 
210 SW Morrison Street, Suite 400 
Portland, OR 97204 
503-222-3613 
Customer No. 20575 
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